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MAR. 1 3 2006 

Patent / Dock* Na PHLY-25,356 



IN THE UNITED St AXES PATENT AND TRADEMARK OFFICE 

In re application of: Jeffry Jovan Fhilyaw 

Serial No.: 09/614,937 

Filed: July 11, 2000 

Group: 2144 

Examiner Marc D, Thompson 

For: LAUNCHING A WEB SITE USING A PASSIVE TRANSPONDER 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 
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REASONS IN SUPjTORfr j&F 
PRE- APPEAL BRIEF' REQUEST FOR REVIEW 



Dear Sir: 

Please consider the following reasons in support of the concurrently filed Pre- Appeal Brief 
Request for Review. 

In the final rejection mailed on September 12, 2005, claims 1-12, 16-30, and 33-35 were 
rejected under 35 U.S.C. § 103(a) over U.S, Patent No. 5,978,773 to Hudetz et al. ( 4 W«<fefc") iii 
view of U.S. Patent No. 6,297,727 to Nelson ("Nelson") and farther in view of U.S. Patent No. 
5,905,248 to Russell & al. ("Russetf*). Claims 13-15, 31, and : 32 were rejected under the ... 
combination of Hudetz, Nelson, and Russell and amber in view of U.S. Patent No. 5,640,1$3 to 
Wellner ^Wellner"). Claims l-4„ 8-1 1, 16, 18-22. 24, 26. 28,:29, 33, and 35 were also rejected 
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under 35 U.S.C § 1 03(a) over U.S. Patent No, £446,871 to Bitcldey et ai« ("Buckley") in view of 
U.S. Patent No. 5,903,225 to Schmtit et al. ("Schmit?')- It is respectfully submitted that these §103 
rejections are clearly not proper and are without basis. Mote specifically, as discussed below, the 
§103 rejections have a clear legal deficiency, because there ifcno motivation or suggestion to 
combine the references and because not all claim limitations ire taught as needed to establish a 
prima fecie rejection. 

In more detail, MPEP §2 142 specifies that: 

The examiner bears the initial burden of factually supporting any 
prima facie conclusion of obviousness. If the examiner does not 
produce a prima facie case* die applicant is under no obligation to 
submit evidence of nonobviousness. 

In regard to what an examiner must show in order to establish a prima facie case of . 
obviousness, MPEP §2142 further explains that: . : 

To establish a prima facie case of obviousness; three basic criteria 
must be met. First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to rhddify the reference 
or to combine reference teachings, . . . Finally, the prior art 
reference (or references when combined) must iteach or suggest all 
the claim limitations. 

In regard to what an examiner must do in order to meet the first criterion for a prima facie 
rejection, MPEP §2143.01 specifies that: 

Obviousness can only be established by combining or modifying the 

. 2 
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teachings of the prior art to produce the claimed invention where 
there is some teaching, suggestion, ot motivation to do so found 
either explicitly or implicitly in die references themselves or in the 
knowledge generally available to one of ordinary skill in the art. 

Hie Federal Circuit recently provided additional guidance on the requirement for 
establishing a combination by stating that "in making die assessment of differences between the 
prior art and the claimed subject matter, Section 103 specifically requires consideration of the 
claimed invention 'as a whole.' Inventions typically are new combinations of existing principles or 
features. ... The M as a whole" instruction in title 35 prevents evaluation of the invention part by 
part. ... Without this important requirement, an obviousness assessment might successfully break 
an invention mto its component parts, then find a prior ajrt reference corresponding to each 
component: Id. This line of reasoning would import hindsight jiiito the obviousness determination 
by using the invention as a roadmap to find its prior art components. Further, this improper method 
would discount the value of combining various existing features or principles in a new way to 
achieve a new result-often the essence of invention. I<L" Princeton Biochemicals, Inc. v. Beckman 
Coulter, Inc. ,411 F.3d 1 332, 1 337 (Fed. Cir. 2005). 

In the present situation, as explained in more detail below, the Examiner proposes various 
combinations of references without a proper suggestion or motivation to make each proposed 
modification. This means that the first criterion for a prima f&cie rejection has not been met, 
which in turn means the Examiner has failed to carry the bunfcn of establishing a prima facie 
rejection. In addition, certain claim limitations are not taught or suggested by the cited 
combinations, which means that the third criterion for a prima; facie rejection has not been met and 
that die Examiner has failed to carry the burden of establishing a prima fecie rejection fortftis 
independent reason. 

I. No Suggestion or Motivation to Combine the References 

. A. Applicant submits that there is clear error with;respect to the Examinees rejection 

3 ' 
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of claims 1-12, 16-30, and 33-35 under 35 U.S.C § 103(a) ovjer the combination of Hudetz. 
Nelson, and Russell. As detailed at length on pages 8-17 of Applicant's Response (filed oii 
February 20, 2006, in response to the Final Office Action dated September 12, 2005), the 
rejections of claims 1 and 19 are deficient because there is noimotivation to combine the 
references. In fact, as detailed in the Response, the text cited by the Examiner not only fails to 
support the combination, but frequently teaches away from such a combination. 

For example, as detailed in paragraph J 1 of the Response, Hudetz describes three 
characteristics needed for a code (Hudetz, CoL 6, lines 28-67): However, the codes described in 
both Nelson (a transponder ID code) and Russell (an encoded URL) do not hfcve the three 
characteristics required by Hudetz. Accordingly, not only dan Applicant find no teaching or 
suggestion for the combination, but the teaching of Hudetz is contrary to that of Nelson and 
RusselL As detailed in paragraph 13 of the Response, the Examiner not only fails to provide a 
proper motivation or suggestion for the combination of Hudetz and Nelson* but takes text, from 
Hudetz out of context This violates the standard imposed by MPEP § 214L02(V1) that a prior art 
reference must be considered in its entirety. As detailed in paragraph 17 of the Response, the 
combination of Hudetz and Russell is not supported because Hudetz teaches away from the 
publication of a "mnemonic address or verbal description of a; network location ... along with the 
location's numeric address in bar code format," while Russell is specifically directed to a "System 
and method for carrying out information-related transactions using web documents embodying 
transaction enabling applets automatically launched and executed in response to reading URL- 
encoded symbols pointing thereto " 

B. Applicant submits that there is clear ^rror withifespeel to the Examinees rejection 
of claims 1-4, 8-1 1, 16, 18-22, 24, 26, 28, 29, 33, and 35 uncter 35 U.S.C. § 103(a) over the 
combination of Buckley and SchmitL More specifically, as detailed at length on pages 20-25 of 
Applicant's Response (filed on February 20, 2006 in response to the Final Office Action dated 
September 12, 2005), the rejections of claims 1 and 19 are deficient because there is no motivation 
to combine the references. In feet, as detailed in the Response, the text cited by the Examiner not 
only fails to support the combination, but frequently, teaches away from such a combination (see, 

'4 
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e.g., paragraphs 44-46). ' 

IL Even When Combined the Lfefet^ces Palls Teach or §Uft eest All Claim Limitations 
Applicant has detailed the failure of the references to teach all claim limitations in the 
previously filed responses. For example, in paragraph 42 of the Response filed on February 20, 
2006, Applicant details why the Buckley reference fails to teach or suggest an "activation system" 
as required by independent claims 1 and 19. 

Conclusion 

Applicant submits that not only do the combined ^ references fail to teach or suggest ^1 
claim limitations as required, but ihat the specific text cited by the Examiner from the various 
references fails to provide a suggestion or motivation for the Various combinations because the text 
fails to illustrate "why" one skilled in the art would CdttibMe the references in the particular 
manner required. Instead* the text simply identifies particular components for each reference; 
allegedly combines them in a specific manner required by Applicant's claimed invention, artd then 
states that it would be obvious to one skilled in the art to do so. This is clearly hindsight based 
reasoning that contravenes the standards imposed by both the MPEP and the Federal Circuit, and 
Applicant respectfully requests that the rejections under § 103 be withdrawn, . 

It is respectfully submitted that all the claims in the application are in condition for 
allowance. 



Respectfully submitted, 
H0WISGN & ARNOTT, LX.P. 
Attorneys for^Sjfclic 




Gregory M. Howison 
Registration No. 30,646 
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